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Period for Reply 
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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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2a)D This action is FINAL. 2b)S This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
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5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1.2.7.8.12-25.29-33.36-50.53-56.59 and 60 is/are rejected. 
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Application Papers 
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10) £<] The drawing(s) filed on 19 October 2000 is/are: a)[3 accepted or b)D objected to by the Examiner. 
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DETAILED ACTION 

1 . This action is in response to the amendment filed on 1 1/17/2004. 

2. The objections to the claims and oath/declaration, and the rejection under 35 U.S.C. 1 12, 
second paragraph are withdrawn in view of applicant's amendment. 

3. Claims 3-6, 9-1 1, 26-28, 34-35, 5 1-52, and 57-58 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

4. Claims 1, 7, 12, 14-16, 18-24, 29-32, 36-39, 41-43, 45-50, 53-56, and 59-60 are rejected 
under 35 U.S.C. 102(b). 

5. Claims 2, 8, 13, 17, 25, 33, 40, and 44 are rejected under 35 U.S.C. 103(a) are rejected 
under 35 U.S.C 103(a). 

Claim Objections 

6. Claims 14, 29, and 41 are objected to because of the following informalities: 

- in claim 14, 11 6, "second" should be deleted to avoid lack of antecedent basis problem; 

- in claim 41, 11 5, "second" should be deleted to avoid lack of antecedent basis problem; 

- in claim 29, 11 1, "an" and "communications" should be changed to "the" and 
"communications," respectively to refer back "all-service communications" in claim 24, 

11 2, "includes" should be changed to "include." 
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Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 1, 7, 12, 14-16, 18-24, 29-32, 36-39, 41-43, 45-50, 53-56, and 59-60 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Willars et al. (USPN 5,533,014). 

Regarding claims 1, 24, 30, and 31, as shown in Fig. 2B, Willars et al. teach tuning the 
terminal (MS in Fig. 1) to a HDR/best-effort carrier (a HDIVbest-effort carrier is not defined, 
reads on the first frequency in which the coded info, signal of the compressed mode is 
transmitted, col. 5, 11 5-1 1 and 18-23), establishing a packet data communication (an 
informational data stream) over the HDR/best-effort carrier (a data stream must be established in 
order for the coded info signal to be transmitted, col. 5, 11 12-23), periodically tuning the terminal 
to a lxRTT/all-service carrier (not defined, reads on another frequency) for a limited time (idle 
part) in order to check for incoming IxRTT/all-service communications (signals transmitted on 
another frequency during idle part) (col. 5, 11 24-35). 

Regarding claims 7, 32, 37, and 38, as shown in Fig. 2B, Willars et al. teach tuning the 
terminal (MS in Fig. 1) to a HDR/best-effort carrier (a HDR^est-effort carrier is not defined, 
reads on the first frequency in which the coded info, signal of the compressed mode is 
transmitted, col 5, 11 18-23), establishing a packet data communication (an informational data 
stream) over the HDR^est-effort carrier (a data stream must be established in order for the 
coded info signal to be transmitted, col. 5, 11 12-23), whilethe packet data communication is in 
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progress, tuning the terminal to a IxRTT/all-service carrier (not defined, reads on another 
frequency) (the MS switches to another frequency during the idle part while the info in Fig. 2B is 
not terminated) (col 5, 11 24-30), and (d) establishing IxRTT/all-service communication (a new 
link with another frequency) on the IxRTT/all-service carrier (col. 5, 11 56-66). 

Regarding claims 12, 39, and 42, as shown in Fig. 2B, Willars et al. teach periodically 
scanning for a HDR/best-effort carrier (not defined, reads on another frequency) (the MS must 
scan for another frequency when switches to another frequency periodically for MAHO 
measurements and evaluation, col. 5, 11 24-30), tuning a receiver (MS in Fig. 1 must have a 
receiver) to a IxRTT/all-service carrier (not defined, reads on the first frequency in which the 
coded info, signal of the compressed mode is transmitted, col. 5, 11 18-23), establishing a packet 
data communication (an informational data stream) over the IxRTT/all-service carrier after 
tuning the receiver to the IxRTT/all-service carrier (a data stream must be established after 
tuning to the first frequency in order for the coded info signal to be transmitted, col. 5, 11 12-23), 
periodically scanning for a HDR/best-effort carrier (not defined, reads on another frequency) 
once the terminal is tuned to the lxRTT carrier (the MS must scan for another frequency when 
switches to the other frequency periodically for MAHO measurements and evaluation, col. 5, 11 
24-30), if a HDR/best-effort carrier is available, tuning the terminal to the HDR^est-effort 
carrier (handover is performed when the other frequency is available and the measurements 
justified, col. 5, 11 24-30 and 57-66), and establishing the packet data communication on the 
fflM^est-effort carrier (col. 5, 11 57-66). 

Regarding claims 14 and 41, Willars et al. teach sending a IxRTT/all-service packet 
hand-over request (reads on an inherent request in MAHO method) from the terminal to transfer 
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the packet data communication from the lxRTT/all-service carrier to the HDR/best-effort carrier 
(col. 5, 11 36-42), and handing the packet data communication over to the HDR/best-effort carrier 
from the lxRTT/all-service carrier (col. 5, 11 56-col. 6, 11 1-5). 

Regarding claim 15, as shown in Fig. 1, Willars et al. teach a transceiver (a transceiver 
in the MS for receiving/transmitting data) to selectively tune to a HDR/best-effort carrier (not 
defined, reads on the first frequency in which the coded info, signal of the compressed mode is 
transmitted) or to a IxRTT/all-serice carrier (not defined, reads on another frequency) (col. 5, 11 
18-23, 39-43, and 57-66), a processor (an inherent processor must be in included to control the 
transceiver) configured to tune the transceiver to the HDR/best-effort carrier to establishing 
packet data communications (an information data stream) and to tune to the lxRTT/all-service 
carrier for establishing lxRTT/all-service communications (not defined, reads on an 
information data stream) (col. 5, 11 12-30 and 57-66). 

Regarding claims 16, 43, 48, and 49, Willars et al. further teach periodically tuning the 
transceiver to the IxRTT carrier/all-service (not defined, reads on the other frequency) to check 
for incoming lxRTT/all-service communications (signals transmitted on another frequency 
during idle part) while a packet data communication is occurring over the HDR/besUeffot 
carrier (MS switches to another frequency during idle part while the communication on the first 
frequency is not terminated, col. 5, 11 18-30), and establishing a lxRTT/all-service 
communication (a new link with another frequency) over the lxRTT/all-service carrier when an 
incoming lxRTT/all-service communication is detected (col. 5, 11 56-66). 

Regarding claims 18 and 45, Willars et al teach tuning to a lxRTT/all- service carrier, 
while a packet data communication is taking place over a HDR^est-effort carrier (switching to 
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another frequency while information on the first frequency is not terminated as shown in Fig. 2B, 
col. 5, 11 18-30), and establish a lxRTT/all-service communication over the IxRTT/all-service 
carrier (a new link is established over the other frequency, col. 5, 11 57-66). 

Regarding claims 19, 22, 46, and 54, Willars et al. teach initiating a IxRTT/all-service 
packet hand-over request (reads on an inherent request in MAHO method) from the terminal to 
transfer the packet data communication from the HDR/best-effort carrier to the lxRTT/all- 
service carrier (col. 5, 11 36-42). 

Regarding claims 20, 29, 36, and 47, Willars et al. teach that the lxRTT/all-service 
communication/all- service communications include(s) a broadcast information communication 
(col. 5,11 59-61). 

Regarding claims 21, 53, 59, and 60, Willars et al. teach a IxRTT/all-service carrier 
(not defined, reads on another frequency, col. 5, 11 24-35 and 57-66) configured to carry 
IxRTT/all-service communications (not defined, reads on broadcast communications from a 
new base station, col. 5, 11 57-66) and packet data communications (the coded info, signal/data 
stream of the compressed mode performed during a call handover, col. 5, 11 12-23 and 57-66), a 
HDR/best-effort carrier (not defined, reads on the first frequency in which the coded info, signal 
of the compressed mode is transmitted, col. 5, 11 18-23) configured to carry packet data 
communications (an informational data stream, col. 5, 11 12-23), and a plurality of terminals 
(MS in Fig. 1, col. 4, 11 55-63) configured to tune to the HDR/best-effort carrier (the first 
frequency) for establishing packet data communications and to tune to the lxRTT carrier 
(another frequency) for establishing packet data communication (col. 5, 11 24-30 and 57-66). 

Regarding claims 23 and 55, since a decision on call handover to a new base station is 
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Made (col 5, 11 39-46, 56-66, see also col. 3, 11 32-41), it is inherent that each hand-over request 
will contain information about a target base station controller associated with the other 
frequency that is the target of the hand-over. 

Regarding claims 50 and 56, Willars et al. teach that the all-service carrier (not defined, 
reads on another frequency, col 5, 11 24-35 and 57-66) supports real-time (broadcast from a new 
base station for handover which must be received by the MS in real time, col. 5, 11 57-66) and 
non-real-time (transmission of coded info, signal of the compressed mode performed during call 
handover, col. 5, 11 57-66) services, and the best-effort carrier (not defined, reads on the first 
frequency in which the coded info, signal of the compressed mode is transmitted, col. 5, 11 18-23) 
supports only non-real-time services (transmission of coded info, signal of the compressed 
mode, col. 5, 11 18-23). 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 2, 8, 13, 17, 25, 33, 40, and 44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Willars et al (USPN 5,533,014). 

Regarding claims 2, 8, 33, and 25, as shown in Figs. 1 and 2B, Willars et al. teach 
establishing a IxRTT/all-service communication (a new link with another frequency) over the 
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lxRTT/all-service carrier (another frequency) when an incoming lxRTT/all- service 
communication is detected (col. 5, 11 55-66). 

Willars et al. fail to teach tuning the terminal back to the HDRybest-effort carrier when 
the lxRTT/all-service communication is terminated in order to complete the packet data 
communication. 

However, Willars et al. further teach performing a handover to improve call quality as 
justified by a down-link measurements and evaluation (col. 5, 11 36-45, 57-61 and col. 6, 11 46- 
54), and Fig. 2B shows two idle parts where measurements on other carrier frequencies are 
performed and the compressed mode transmission continues after each idle part. Therefore, it 
would have been obvious to one skilled in the art to modify the teaching of Willars et al. such 
that tuning the terminal back to the HD^est-effort carrier when the lxRTT/all-service 
communication is terminated (e.g. handover) in order to complete the packet data 
communication would be included. The suggestion/motivation to do so would have been to 
improve the call quality of a future call by tuning back the previous frequency after completing a 
communication on the other frequency if the down-link measurements and evaluation justifies 
the handover. 

Regarding claims 13 and 40, Willars et al. teach a make-before-break handover method 

(col. 5, 11 57-col. 6, 11 1-5), but fail to teach that the packet data communication on the 
lxRTT/all- service carrier is terminated prior to tuning the terminal to the HDRTbest-effort 
carrier. 

However, it is well known in the art that alternative to the make-before-break handover 
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method is a break-before-make handover method. Therefore, it would have been obvious to one 
skilled in the art to modify the teaching of Willars et al. to terminate the packet data 
communication on the lxRTT/all- service carrier prior to tuning the terminal to the HDR/best- 
effort carrier as recited in the claim. The suggestion/motivation to do so would have been to 
provide a break-before-make handover method as an alternative option for system that does not 
support make-before-break handover method. 

Regarding claims 17 and 44, Willars et al. fail tot each tuning to a lxRTT/all- service 

when HDR/best-efFort carriers are unavailable and to periodically scan for HDR/best-effort 
carriers until one is available, and tuning to a HDR/best-effort carrier when one is available. 

However, Willars et al. teach scanning to other frequency periodically (scanning must be 

included when switching to other frequency is performed, col. 5, 11 24-30 and 36-39) and it is 
well known for a mobile station to roam into a new location where some frequency may not be 
available and that some frequency is strongest in some particular location. Therefore, it would 
have been obvious to one skilled in the art to modify the teaching of Willars et al. such that the 
processor would be configured to tune to a lxRTT/all- service when HDR/best-effort carriers are 
unavailable and to periodically scan for HDR/best-effort carriers until one is available, and 
wherein the processor would be configured to tune to the a HDR/best-effort carrier when one is 
available. The suggestion/motivation to do so would have been to enable the mobile station to 
switch other frequency when it roams outside of the location served by the first frequency and to 
switch to the first frequency when the mobile station roams back into the location where the first 
frequency is strongest. 
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Response to Arguments 
1 1 . Applicant's arguments filed 1 1/17/2004 have been fully considered but they are not 
persuasive. 

A. In the remarks regarding claim 1, the applicant argues that Willars fails anticipate 
claim 1 under § 102(b) because Willars only teaches switching frequencies using the same air 
interface, not tuning between the HDR carrier and the lxRTT carrier of two completely different 
air interfaces as claimed. 

In response, as shown in Fig. 2B, Willars clearly teaching the claim elements as recited in 
claim 1 : tuning the terminal (MS in Fig. 1) to a HDR carrier (a HDR carrier is not defined, 
reads on the first frequency in which the coded info, signal of the compressed mode is 
transmitted, col. 5, 11 5-1 1 and 18-23), establishing a packet data communication (an 
informational data stream) over the HDR/best-efifort carrier (a data stream must be established in 
order for the coded info signal to be transmitted, col. 5, 11 12-23), periodically tuning the terminal 
to a lxRTT carrier (not defined, reads on another frequency) for a limited time (idle part) in 
order to check for incoming lxRTT communications (signals transmitted on another frequency 
during idle part) (col. 5, 11 24-35). There is no structural or functional difference between the 
first frequency and another frequency of Willars and the HDR and lxRTT carriers as recited in 
claim 1 . In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., the HDR 
carrier and the lxRTT carrier are carriers in two completely different air interfaces, HDR is 
spectrally optimized for very-high speed wireless packet data communications, while lxRTT is 
optimized for slower-speed circuit switched services) are not recited in the rejected claim(s). 



Application/Control Number: 09/693,575 



Page 1 1 



Art Unit: 2663 

Although the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 
1993). Therefore, the rejection of claim 1 and its dependent claim 2 is maintained. 
B. For the same reasons stated above, the rejection of independent claims 7, 12, 1 5, 24, 32, 
39, and 43 under § 102(b) and each of their respective dependent claims is also maintained. 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nittaya Juntima whose telephone number is 571-272-3 120. The 
examiner can normally be reached on Monday through Friday, 8:00 A.M - 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Ngo can be reached on 571-272-3 139. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Nittaya Juntima 
May 31, 2005 

Or 





